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DETAILED ACTION 
Notice to Applicant 

1. This communication is in response to the amendment filed 7/1/05. Claims 10-19 
and 43-54 are pending. Claims 10-19 and 43-54 have been amended. Claims 1-9, 20- 
42, and 55-60 have been cancelled. 



Drawings 

2. The objection to the drawings is hereby withdrawn due to the amendment filed 
7/1/05. 

3. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: item 8' of Fig. 4. Corrected drawing sheets in compliance with 37 CFR 
1.121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include ail of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

The objection above was included in the previous Office Action. The Examiner 
suggests that Applicant substitute "8"' with "80"' in Fig. 4 to match the specification. 
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Specification 

4. The amendment filed 7/1/05 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: The newly added 
recitation of the physician that distributes said plurality of prepaid healthcare patient 
identifiers receives payment for the prepaid healthcare consultations associated with 
said plurality of prepaid healthcare patient identifiers prior to providing the prepaid 
healthcare consultations within claims 10, 43, 48, and 51 appears to constitute new 
matter. 

In particular, Applicant does not point to, nor was the Examiner able to find, any 
support for this newly added language within the specification as originally filed. As 
such, Applicant is respectfully requested to clarify the above issues and to specifically 
point out support for the newly added limitations in the originally filed specification and 
claims. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Objections 

5. Claims 10 and 48 are objected to because of the following informalities: there 
appears to be a typographical error in line 23 of claim 10 ("network to physicians" 
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should be changed to "network of physicians") and in line 1 1 of claim 48 ("plurality 
prepaid" should be changed to "plurality of prepaid"). Appropriate correction is required. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 10, 43, 48, and 51 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention, 

(A) Independent claims 10, 43, 48, and 51 recite limitations that are new matter, as 
discussed above, and are therefore rejected. 

8. The rejection of claims 43-47 under 35 U.S.C. 112, second paragraph, is hereby 
withdrawn due to the amendment filed 7/1/05. 

Claim Rejections - 35 USC § 101 

9. Claims 10-15 and 43-54 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 
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(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. 

(A) In the present case, claims 10-15 only recite an abstract idea. The recited steps of 
exemplary claim 10 of merely establishing a plurality of prepaid healthcare patient 
identifiers and a network of physicians and having the patient pre-select a number of 
prepaid healthcare consultations does not apply, involve, use, or advance the 
technological arts since all of the recited steps can be performed in the mind of the user 
or by use of a pencil and paper. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In. the present case, the claimed 
invention produces a plurality of prepaid healthcare patient identifiers associated with 
one patient and having a preselected number of prepaid healthcare consultations. 
Although the recited process produces a useful, concrete, and tangible result, since the 
claimed invention, as a whole, is not within the technological arts as explained above, 
claim 10 is deemed to be directed to non-statutory subject matter. 
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(B) In the present case, claims 43-47 only recite an abstract idea. The recited steps of 
exemplary claim 43 of merely distributing a plurality of prepaid healthcare patient 
identifiers to a plurality of patients and providing payment to the respective physician in 
the network of physicians does not apply, involve, use, or advance the technological 
arts since all of the recited steps can be performed in the mind of the user or by use of a 
pencil and paper. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, the claimed 
invention produces a plurality of prepaid healthcare consultations to the plurality of 
members enrolled in the prepaid healthcare service program. Although the recited 
process produces a useful, concrete, and tangible result, since the claimed invention, as 
a whole, is not within the technological arts as explained above, claim 43 is deemed to 
be directed to non-statutory subject matter. 

(C) In the present case, claims 48-50 only recite an abstract idea. The recited steps of 
exemplary claim 48 of merely distributing a plurality of prepaid healthcare patient 
identifiers having a plurality of prepaid healthcare consultations does not apply, involve, 
use, or advance the technological arts since all of the recited steps can be performed in 
the mind of the user or by use of a pencil and paper. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, the claimed 
invention produces a plurality of prepaid healthcare patient identifiers. Although the 
recited process produces a useful, concrete, and tangible result, since the claimed 
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invention, as a whole, is not within the technological arts as explained above, claim 48 
is deemed to be directed to non-statutory subject matter. 

(D) In the present case, claims 51-54 only recite an abstract idea. The recited steps of 
exemplary claim 51 of merely purchasing at least one prepaid healthcare patient 
identifier and distributing the at least one prepaid healthcare identifier does not apply, 
involve, use, or advance the technological arts since all of the recited steps can be 
performed in the mind of the user or by use of a pencil and paper. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, the claimed 
invention produces at least one prepaid healthcare patient identifier having a 
preselected number of prepaid healthcare consultations associated with it. Although the 
recited process produces a useful, concrete, and tangible result, since the claimed 
invention, as a whole, is not within the technological arts as explained above, claim 51 
is deemed to be directed to non-statutory subject matter. 

The rejection above was included in the previous Office Action. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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NOTE: The following rejections assume that the subject matter added in the 7/1/05 
amendment are NOT new matter, and are provided hereinbelow for Applicant's 
consideration, on the condition that Applicant properly traverses the new matter 
objections and rejections made in sections 4-6 above in the next communication sent in 
response to the present Office Action. 

1 1 . Claims 10-11, 43-44, 48-49, and 51 are rejected under 1 03(a) as being 
unpatentable over Conklin ("Debit-Card Style Health Services Coming to Town Prepaid 
Medical Services Offered In State by Columbia Chiropractic") in view of 
http://wholepersonhealth.com ("Whole Person: A Holistic Approach to Well-being"). 
(A) Claim 10 has been amended to now recite a network of physicians comprising a 
plurality of physicians "that provide healthcare consultations to the respective plurality of 
patients that possess the respective plurality of prepaid healthcare patient identifiers, 
each of the plurality of physicians" accepting "said" plurality of prepaid healthcare 
patient identifiers "to provide at least one of the" preselected number of prepaid 
healthcare consultations associated "with one of the respective plurality of prepaid 
healthcare identifiers" taking place between one of the plurality of patients and one of 
the plurality of physicians. The Examiner respectfully submits that Conklin discloses at 
para. 3, an individual prepaying for a certain number of visits and the cardholder going 
to a participating doctor and presenting the card. As such, it is readily apparent that 
there is a plurality of physicians that provide healthcare consultations to patients that 
possess the prepaid card. 
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In addition, claim 10 has been amended to now recite "said plurality of prepaid 
healthcare patient identifiers being distributed by the plurality of physicians in the 
network to physicians so that the physician that distributes said plurality of prepaid 
healthcare patient identifiers receives payment for the prepaid healthcare consultations 
associated with said plurality of prepaid healthcare patient identifiers prior to providing 
the prepaid healthcare consultations." As per these features, Conklin does not disclose 
said plurality of prepaid healthcare patient identifiers being distributed by the plurality of 
physicians in the network to physicians so that the physician that distributes said 
plurality of prepaid healthcare patient identifiers receives payment for the prepaid 
healthcare consultations associated with said plurality of prepaid healthcare patient 
identifiers prior to providing the prepaid healthcare consultations. 

However, http://wholepersonhealth.com discloses the use of gift certificates for 
holistic medical services. As such, it is readily apparent that the health providers are 
being paid prior to providing the prepaid consultation. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the features of http://wholepersonhealth.com within Conklin. 
The motivation for doing so would have been to eliminate the time health professionals 
wait for reimbursement. 

The remainder of claim 10 is rejected for the same reasons given in the prior 
Office Action, and incorporated herein. 

(B) The amendments to claims 1 1 , 44, and 49 appear to have been made to merely 
correct minor typographical or grammatical errors (i.e., removing dashes, repetitive 
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language, and re-arranging the order of claim elements so that the language of the 
claim is smoother and more consistent), and/or to remove means-plus-function 
language, but otherwise does not affect the scope and breadth of the claims as 
originally presented and/or in the manner in which the claims were interpreted by the 
Examiner when applying prior art within the previous Office Action. 

As such, the recited claimed features are rejected for the same reasons given in 
the prior Office Action, and incorporated herein. 

(C) Claim 43 has been amended to now recite "providing payment to the respective 
physician in the network of physicians that distributes the respective prepaid healthcare 
patient identifier upon distribution of the prepaid healthcare patient identifier so that the 
respective physician that distributes the respective prepaid healthcare patient identifier 
is provided payment prior to providing the prepaid healthcare consultation." As per 
these features, Conklin does not disclose providing payment to the respective physician 
in the network of physicians that distributes the respective prepaid healthcare patient 
identifier upon distribution of the prepaid healthcare patient identifier so that the 
respective physician that distributes the respective prepaid healthcare patient identifier 
is provided payment prior to providing the prepaid healthcare consultation. 

However, http://wholepersonhealth.com discloses the use of gift certificates for 
holistic medical services. As such, it is readily apparent that the health providers are 
being paid prior to providing the prepaid consultation. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the features of http://wholepersonhealth.com within Conklin. 
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The motivation for doing so would have been to eliminate the time health professionals 
wait for reimbursement. 

The remainder of claim 43 is rejected for the same reasons given in the prior 
Office Action, and incorporated herein. 

(D) Claim 48 has been amended to now recite "so that the first individual physician 
receives payment for the prepaid healthcare consultations prior to providing the plurality 
prepaid healthcare consultations." As per these features, Conklin does not disclose so 
that the first individual physician receives payment for the prepaid healthcare 
consultations prior to providing the plurality prepaid healthcare consultations. 

However, http://wholepersonhealth.com discloses the use of gift certificates for 
holistic medical services. As such, it is readily apparent that the health providers are 
being paid prior to providing the prepaid consultation. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the features of http://wholepersonhealth.com within Conklin. 
The motivation for doing so would have been to eliminate the time health professionals 
wait for reimbursement. 

The remainder of claim 48 is rejected for the same reasons given in the prior 
Office Action, and incorporated herein. 

(E) Claim 51 has been amended to now recite "the healthcare provider distributing the 
at least one prepaid healthcare patient identifier upon receipt of a predetermined 
payment, and the healthcare provider receiving the predetermined payment prior to 
providing the prepaid healthcare consultations." As per these features, Conklin does 



Application/Control Number: 09/774,393 Page 12 

Art Unit: 3626 

not disclose the healthcare provider distributing the at least one prepaid healthcare 
patient identifier upon receipt of a predetermined payment, and the healthcare provider 
receiving the predetermined payment prior to providing the prepaid healthcare 
consultations. 

However, http://wholepersonhealth.com discloses the use of gift certificates for 
holistic medical services. As such, it is readily apparent that the health providers are 
being paid prior to providing the prepaid consultation. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the features of http://wholepersonhealth.com within Conklin. 
The motivation for doing so would have been to eliminate the time health professionals 
wait for reimbursement. 

The remainder of claim 51 is rejected for the same reasons given in the prior 
Office Action, and incorporated herein. 

12. Claims 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Conklin ("Debit-Card Style Health Services Coming to Town Prepaid Medical Services 
Offered In State by Columbia Chiropractic") in view of http://whoIepersonhealth.com 
("Whole Person: A Holistic Approach to Well-being"), as applied to claims 10-1 1 above 
and further in view of Ushikubo (4,767,917). 

(A) The amendments to claims 12 and 13 appear to have been made to merely correct 
minor typographical or grammatical errors (i.e., removing dashes, repetitive language, 
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and re-arranging the order of claim elements so that the language of the claim is 
smoother and more consistent), and/or to remove means-plus-function language, but 
otherwise does not affect the scope and breadth of the claims as originally presented 
and/or in the manner in which the claims were interpreted by the Examiner when 
applying prior art within the previous Office Action. 

As such, the recited claimed features are rejected for the same reasons given in 
the prior Office Action, and incorporated herein. 

13. Claims 14-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Conklin ("Debit-Card Style Health Services Coming to Town Prepaid Medical Services 
Offered In State by Columbia Chiropractic") in view of http://wholepersonhealth.com 
("Whole Person: A Holistic Approach to Well-being") and in view of Ushikubo 
(4,767,917), as applied to claims 10-13 above, and further in view of Dorf (6,000,608). 
(A) The amendments to claims 14-19 appear to have been made to merely correct 
minor typographical or grammatical errors (i.e., removing dashes, repetitive language, 
and re-arranging the order of claim elements so that the language of the claim is 
smoother and more consistent), and/or to remove means-plus-function language, but 
otherwise does not affect the scope and breadth of the claims as originally presented 
and/or in the manner in which the claims were interpreted by the Examiner when 
applying prior art within the previous Office Action. 

As such, the recited claimed features are rejected for the same reasons given in 
the prior Office Action, and incorporated herein. 
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14. Claims 45, 50, and 52-54 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Conklin ("Debit-Card Style Health Services Coming to Town Prepaid 
Medical Services Offered In State by Columbia Chiropractic") in view of 
http://wholepersonheaIth.com ("Whole Person: A Holistic Approach to Well-being"), as 
applied to claims 43-44, 48-49, and 51 above, and in view of Link, II et al. (US 
6,526,273 B1). 

(A) The amendments to claims 45, 50, and 52-54 appear to have been made to merely 
correct minor typographical or grammatical errors (i.e., removing dashes, repetitive 
language, and re-arranging the order of claim elements so that the language of the 
claim is smoother and more consistent), and/or to remove means-plus-function 
language, but otherwise does not affect the scope and breadth of the claims as 
originally presented and/or in the manner in which the claims were interpreted by the 
Examiner when applying prior art within the previous Office Action. 

As such, the recited claimed features are rejected for the same reasons given in 
the prior Office Action, and incorporated herein. 

15. Claims 46-47 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Conklin ("Debit-Card Style Health Services Coming to Town Prepaid Medical Services 
Offered In State by Columbia Chiropractic") in view of http://wholepersonhealth.com 
("Whole Person: A Holistic Approach to Well-being") and in view of Link, II et al. (US 
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6,526,273 B1), as applied to claims 43-45 above, and further in view of Dorf 
(6,000,608). 

(A) The amendments to claims 46 and 47 appear to have been made to merely correct 
minor typographical or grammatical errors (i.e., removing dashes, repetitive language, 
and re-arranging the order of claim elements so that the language of the claim is 
smoother and more consistent), but otherwise does not affect the scope and breadth of 
the claims as originally presented and/or in the manner in which the claims were 
interpreted by the Examiner when applying prior art within the previous Office Action. 



Response to Arguments 

16. Applicant's arguments with respect to claims 10, 43, 48, and 51 have been 
considered but are moot in view of the new ground(s) of rejection. 

17. Applicant's arguments filed 7/1/05 have been fully considered but they are not 
persuasive. Applicant's arguments will be addressed hereinbelow in the order in which 
they appear in the response filed 7/1/05. 

(1) Applicant argues that the present invention, as recited in the amended claims, do 
apply, involve, use, and advance the technological arts to promote the process of 
science and the useful arts and that Applicants respectfully submit that the present 
invention is useful and meets the criteria set forth in 35 U.S.C. 101. 
(A) As per the first argument, the basis of the 101 rejection is set forth in a two-prong 
test of: 
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(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 
The Examiner agrees that the recited process produces a useful, concrete, and 

tangible result (i.e., a practical application), however, since the claimed invention, as a 
whole, is not within the technological arts as explained in the 101 rejection above (i.e., 
since all of the recited steps can be performed in the mind of the user or by use of a 

pencil and paper), claims 10-15 and 43-54 are deemed to be directed to non-statutory 

♦ 

subject matter. 

Conclusion 

18. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not applied prior art teaches an all purpose gift 
certificate (KR 2001026339 A); a method of payment for a healthcare service (US 
2002/0010594 A1); a healthcare payment, reporting and data processing system and 
method (US 2002/0062224 A1); an online payer authentication service (US 
2002/0111919 A1); and a method of administering a health plan (US 2002/0111826 
A1). 

19. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lena Najarian whose telephone number is 571-272- 
7072. The examiner can normally be reached on Monday - Friday, 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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